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REMARKS

Upon entry ofthis Amendment, daims 1-7, 9-11, and 13-47 remain in this case.

Claim 12 has been canceled by a previous action, TVithout prejudice. Claim 8 has been

has canceled by this action.

The Office Action ofJanuaiy 7, 2004 has been received and carefully considered.

In response thereto, this Amendment is submitted. It is siubmitted that, by this

Amendment, all bases ofrqection and objection are traversed and overcome.

Reconsideration is, therefore, respectfiilly requested.

Additionally, this Amendment is being submitted under the provisions of37

C.F.R. §1.116. It is submitted that the proposed Amendment seeks to place the claims in

a condition suitable for allowance or appeal. This action seeks to remove issues for

consideration on appeal and address minor errors in grammar and the like. Additionally,

this Amendment presents a good-feith attempt to resolve all issues remaining in the

application in order to place the case in condition for allowance. Entry ofthis

Amendment under the provisions of37 C.F.R. 1 . 1 16 is respectfiilly requested.

At the outset, claims 1-32 currently stand rejected under the judicially created

doctrine of obviousness-type double patenting as being unpatentable over claims 1-29 of

US Patent No. 6,291,019B1. In view ofthe current amendment and outstanding daim

rejections, the apphcants wish to defer submission of a terminal disclaimer until the other

rejections and objections have been addressed and resolved. However, should the

double-patenting rejecting remam at that point, the applicants are willing to submit a

properly configured terminal disclaimer to address the double-patenting rejection.

Claims 1-7, 9-1 1, aod 13-32 currently stand rejected under 35 a.S.C. § 112 as

being indefinite to particularly point and distinctly claim the subject matter which the
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applicaM regards as the iaveatiou. Claims 1, 13, 20, 24 have beea amended paying

cai^&l attention to the Examiner's observations and comments. It is respectfuUy

submitted that the AppUcants' invention as set forth in claims 1-7, 9-1
1
and 13-32 now

particularly point out and distinctly daim the subject matter that the applicant regards as

the invention.

Claims 33-35, 37-41, 43, 45, and 47 currently stand r^eoted under 35 U.S.C. §

102(e) as being anticipated by Primeaux II,etaL The Examiner contends that the

Primeaux reference teaches an elastomeric coating material for use as an interior linbg of

rail cars. The Examiner indicates that the coatiag material comprises ai^ amine-

teitninated polyether polyol having a molecular weight greater than about 1500 and

amine equivalent ^veight greater than about 750, as weU a5 an isocyanatfe compound,

men mixed, these materials react to fonn a polyurea and cure substantially

instantaneously. The Examiner indicates that the Primeaux reference teaches the

application of the material to rail cars. The Examiner contends that the reference is open

to all rail cars and does not Umit itself only to cargo carrying rail cars a4d, as such, the

reference reads on any rail car that would benefit from an impact and abrasive coating

that is flejdble to withstand the flexing ofthe rail car. The Exammer indicates that this

most certainly reads on rail cars that may carry a passenger.

Claim 33 has been amended to specify that the method is directed to attenuating

vibration transmitted through an automotive passenger vehicle to an inferior cabin

thereof The method includes providing at least one body component of an automotive

passenger vehicle. Support for claim 33 as amended is found in the specification at page

1, paragraph 0003, where there is a di^cusaon ofthe needs associated with luxury

automobUes. It is respectfijlly submitted that the Priineaux reference lacks any teaching

of a method for attenuating vibration in an automotive passenger veMcie. It is

respectfuUy submitted liiat rail cars differ from automotive passenger vehicles in
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mmierous aspects. Among these are size, travel media, and the like. It is respect&lly

submitted that the size differential and travel media (road versus rail) as well as

propulsion differences create issues ofnoise vibration and harshness that are unique to

automotive vehicles and not appreciated or further experienced in raU cars. It is fiarther

submitted that the Primeaux reference feils to teach or suggest a method for attenuating

vibration transmitted through an automotive passenger vehicle that includes the step of

providing at least one component of an automotive vehicle and providing a substantially

organic material consisting essentially ofthe Uquid mixture as defined in claim 33 and

applying the Uquid mkture to the body component in a manner sufiEcient that, upon

curing thereof the substantially organic material attemiates vibration of at least one body

component. TTius, it is submitted that the appHcants' invention as set forth in claim 33 is

not taught, anticipated, or rendered obvious by the Primeaux reference.

Claims, 34, 37, 38, 40, 41, 43. 45, and 47 also stand rejected under 35 U.S.C. §

102(e) as being anticipated by Primeaux et al- The aforementioned claims depend either

directly or indirectly from claim 33 to contain all ofthe limitations found therein. By this

dependency, it is submitted that applicants' invention is not taught, anticipated, or

rendered obvious by the cited reference for the reasons discussed previously in

conjunction with claim 33

.

Claim 35 also stands rejected under 35 U.S.C. § 102(e) as being anticipated by

Primeaux et al. Claim 35 has been amended to specify that the body component ofthe

automotive passenger vehicle is at least one of a metal stamping, a body in white, carbon

graphite composites, fiberglass, polycarbonates, ABS, or structural polymeric materials.

Support for claim 35 as ameoded is found in daim 8 as originally presented. It is

submitted that the Primeaux reference fails to teach or suggest the aforementioned body

components. In contrast, any body components utilized in Primeaux such as metal

stampings, for example, woxHd be ofa size and configuration significantly different from
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±ose found in passenger vehicles. Additionally, it is submitted that the PrimeauK

reference fails to teach or suggest tlie application ofthe mteri^ to components such as a

body in white or materials such as carbon graphite composites, fiberglass, etc. Thus, it is

submitted thai the applicants' invention as set forth in claim 35 is not taught, anticipated,

or rendered by the Primeaux reference.

Claims 1-7, 9-11, 13-20, 22-29, 36, 42, 44 and 46 currently stand rejected under

35 U.S.C. § 103(a) as bdng unpatentable overthePrimeaux:(US 5,962,618). The

Examiner contends that the Primeaux reference teaches an elastomeiio coating material

for use on a substrate. The coating material comprises an amine-terminated polyether

polyol having a specified molecular weight together with an isooyonate compound.

When mixed, these materials react to form a polyurca and cure substantially

instantaneously. The materials disclosed in the Primeaux reference are held to be such

that, when mixed, they foim a compound having a predetermined tensile strength,

hardness, and flexibility. Given the limitation that the material be applied at ambient

temperature and pressure, the Examiner contends that since the reference applies material

to a large substrate such as a rail car with no means taken to heat or cool the car, the

Primeaux reference teaches the sldUed artisan the appUcation ofmatwial at ambient

and/or pressure.

The Examiner ftiither contends that the flexibiUty ofthe coating as disclosed in

the Primeaux reference as indicated at column 2, lines 35-40, is equivalent to vibration

attenuation. FurHietmore, the Examiner indicates that, since the coating taught by

Primeaux is the same as the coating taught by the appUcant, it would be inherent that the

coating by Primeaux would act to attenuate vibration, noise, and harshness.

Claim 1 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over

Primeaux et al. The appHcants' invention as set forth in claim 1 is directed to a method
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for damping vftration of a substrate inchiding the steps of providing a substrate that is at

least one ofa body in white, carbon graphite composites, fiberglass, polycarbonate, ABS,

or structural polymeric material. Support for this definition is found in claim 8 and

previously set forth. The method as set forth in claun 1 fiuther includes the step of

mixing these two components to form a liquid material in the nature defined therean

which, upon mixing, forms a polyurea. The Hquid material is applied to the substrate at

an ambient temperature in a manner such that the hquid material produces an application

pattern and is cured substantially instantaneously upon apphcation and adheres to the

substrate in a manner that attenuates vibration, noise, and harshness transmitted through

the substrate.

It is respectMy submitted that the Primeaux reference fails to teadi or suggest

the application ofthe Uquid material defined in claim 1 to a substrate that is at least one

of a body in white, carbon graphite composites, fiberglass, polycarbonates, ABS, or

structural polymeric materials. Furthermore, it is submitted that the Primeaux reference

teaches the application ofthe material defined therein to large-span consttuctions,

namely, rail cars. The material as taught in Primeaux is described as exhibiting excellent

flexibiUty and elongation when applied to rail cars to withstand the constant flemg to

which rail cars are subject (see cohunn 2, lines 37-39). The Examiner contends that the

flradbiUty ofthe coatmg disclosed in the Primeaux reference reads on attenuating

vibration. *Tlexibility" can be defined as capable ofbeing bent or flexed as in pUable.

More specifically, it can be defined as the capacity ofbeing bent repeatedly without

injury or damage. Thus the abrasion resistant coating disclosed in Primeaux can move

with the underlying substrate or rulcar as it flexes and bends to prev^t or avoid

detachment. In contrast, vibration or vibrate can be defined as the ability to move bade

and forth or to and fro, especially rhythmically and rapidly as in producing a sound or

resonation. Attenuation is the reductionm the amplitude ofan event such as noise,
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vibration, or harshness. Thus the application of the materia as defined in claim 1 works

to cancel or counterbalance some a^pea ofthe vibration event or cycle. Without being

bound to any theory, it is believed that the aspect may be one that is manifested as an

acoustic phenomenon and may be, at least in part, the result of sympathetic or haimonic

vibration incident to the size and configuration of substrate. It is unclear how the

characteristic of fie>dbility disclosed in Primeaux can be inferred to impart attenuation

vibrations. If anything, it is believed that flexibility, Le. the ability ofthe material to

bend and move with the substrate would render the applied material inappropriate for

vibration dumping or attenuation.

The Examiner also indicates that, since the coating taught by Primeaux is the

same as the coating taught by the applicant^ it would be inherent that coating ofPrimeaux

would act to attenuate noise, vibration, and harshness. It is respectfully submitted that

vibration attenuation is a function of a material interactively associated with the specific

substrate. Thus, it is submitted that application of a material to a rail car to provide

abrasion resistaace does not necessarily lead to the conclusion that application of a

material as defined in claim 1 to the substrate as defined therein wo\ild provide

appropriate or advantageous features such as attenuation ofnoise, vibration, and

harshness. For these reasons, it is ^bmitted that the applicants' invention as set forth in

claim 1 is not taught, anticipated, or rendered obvious by the Primeaux reference.

Claims 2-7 currentiy stand rejected under 35 U.S.C. § 103(a) as being rendered

obvious in view ofPrimeaiux. Claims 2-7 depend from independent claim 1 to contain all

of tiie limitations found thereirL By tiiis dependency, it is submitted tiiat the applicants'

invention as set forth in claims 2-7 is not taught, anticipated, or rendered obvious by the

cited reference for the reasons discussed previously in coroimction with claim I

,
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Claim 9 cuixe^tly stJuids rejected under 35 U.S.C. § 103(a) as being rendered

obvious by the Primeaux reference. Claim 9 depends from independent claim 1 to

specify that the substrate is a body in white. It is respectfaUy submitted that the

Primeaux reference fails to teach or suggest such a substrate.

Claims 10 and 11 aU stand rejeaed under 35 U.S.C. § 103(a) as being rendered in

view ofPrimeairc et al. Claims 10 and 11 depend either directly or indirectly from claim

1 to contain all of the limitations found therein. By this dependency, it is submitted that

the appHcants^ invention as set forth in claims 10 and 11 is not taught, anticipated, or

rendered obvious by the cited reference for the reasons discussed previously in

conjunction with claim 1

.

aaim 13 currently stands r^ected under 35 U.S.C. § 103(a) as bdng rendered

obvious by the Primeaux reference. The applicants' invention as set forth in claim 13 is

directed to a method for dampening vibration of a substrate in which the substrate

provided is at least one of a body in white, carbon graphite composites, fiberglass,

polycarbonates, ABS, or structural polymeric materials. It is respectfijUy submitted that

the Primeaux reference fails to teach or suggest any ofthese substrate materials. With

regard to the Examiner's assertion that it would have been obvious to apply the coating of

Primeaux to any substrate that would benefit from having additional impact and abrasion

resist^ce, it is respectfully submitted that the body in white as defined herein as well as

the other substrates specified are not lypicaUy substances which require abrasion and

impact resistance as discussed and contemplated in Primeaux. Thus, the Examiner has

felled to provide any motivation whereby the skilled artisan would apply these materials

to the substrate specified Additionally, it is submitted that the appUcants' invention as set

forth in claim 13 is directed to a method for damping vibration. As indicated previously

in conjunction with claim 1, the Primeaux reference fails to teach or suggest such
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capacity. For these reasons, it is subinitted that the applicants' invention as set forth m

claim 13 h not t^ght, anticipated, or rendered obvious by the cited reference.

Claims 14 and 15 also Stand rejected under 35 U.S.C. § 103(a) as being rendered

obvious by Primeaipc Claims 14 and 15 depend from independent claims 13 to contain

all ofthe limitations found therein. By this dependency, it is submitted that the

appUeants' invention as set fortii in claims 14 and 15 is not taught, anticipated, or

rendered obvious by the cited reference for the reasons discussed previously in

conjunctioix with claitu 13.

Claims 16 and 17 cunently stand rejected under 35 U.S.C. § 103(a) as being

rendered obvious by the PrimeauX reference. The Examiner indicates that the Primeaux

reference teaches the use ofpolyether polyol but is silent on the specific types. The

Examiner contends that the use of a di-. tri-, quad , or pentafunctional polyether polyol

would have been obvious at the time the invention was made to a person having ordinary

skiU in the art with reasonable expectation of success. The applicants fail to see any

teaching or suggestion that supports this assertion in the Primeaux reference or in any

references cited by the Examiner. The appficants respectfully submit that chemistry is an

unpredictable science. Thus, -without &rther teax^hing directed to the use of di-, tri-,

quad-, or pentafunctional polyether polyols, it is respectfully submitted that the

Examiner is basing his assertion on the teaching ofthe present invention rather than on

that which would be known to the person having ordinary skill in the art at the time the

present invention was made. For this reason, it is submitted that the applicants' invention

as set forth in claim 16 and in claim 17 is not taught, anticipated, or rendered obvious by

the cited reference.

Claims 18 and 19 also stand i^ected under 35 U.S.C. § 103(a) as being rendered

obvious by the Primeaux reference. Qaims IS and 19 depend either directly or indirectly
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from independent daim 13 to contain aU ofthe limitaiions found therein. By this

dependency, it is submitted that the applicant' invention as set forth in claims 18 and 19

is not taught, anticipated, or rendered obvious by the dted reference for the reasons

discussed previously in conjunction with daim 13

.

Claim 20 cuirentiy stands rg-ected under 35 U.S C. § 103(a) as being rendered

obvious by the Primeaux reference. The appUcants' invention as set forth in daim 20 is

directed to a method for dampening vftration ofa substrate in which the substrate is at

lea^t one of a body in white, carbon graphite composite, fiberglass, polycarbonatfe. ABS,

or structural polymeric materials. It is respect&lly submitted that the Primeaux

reference, directed to raU cars, fails to teach or suggest such substrates. Thus, it is

submitted that the appHcants' invention as set forth in daim 20 is not taught, antidpated,

or rendered obvious by the cited reference.

Claims 22 and 23 also stand rejected under 35 U.S.C. § 103(a) as being rendered

obvious by tiie Primeaux reference. It is respectfiiUy submitted that, Tvith respect to daim

22, the Primeaux reference disdoses various polyols and amine terminated polyetiier

polyols. It is not dear that the reference can be extended to the polyoxylene polymer

,

Le. materials set forth in daim 22. Additionally, claims 22 and 23 depend from

independent daim 20 to contain all of tiie limitations found liierein. By tiiis dependency,

it is submitted that the applicants' invention as set forth in claims 22 and 23 is not taught,

antidpated, or rendered obvious by tiie dted reference for tiie reasons discussed

previously in coiijimction -with daim 20.

Claim 24 also stands rejected under 35 U.S.C. § 103(a) as bdng rendered obvious

by Primeaux. As amended, daim 24 is directed to a metiiod for damping vibration of a

substrate, the substrate bdng at least one of a body in white, caibon graphite composites,

fiberglass, polycarbonate, ABS, or structaral polymeric materials. It is respectfiilly
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submitted that the Primeaux refeieEce Med to teach or suggest a method whereby a

substrate as defined can be treated for vibration damping as disclosed in claim 24.

Claims 25, 26, 27, 28, 29 also stands r^ected under 35 U.S.C. § 103(a) as being

rendered obvious by Primeaux. Claim 25, 26, 27, 28, 29 depends from claim 24 to

contam all ofthe limitations found therein. By this dependency, it is submitted that the

applicants' invention as set forth in claims 25, 26, 27, 28, 29 is not taught, anticipated, or

rendered obvious by the cited reference for the reasons discussed previously in

conjunction with claim 24.

Claim 36 also Stands rejected under 35 U.S.C. § 103(a) being r^dered obvious by

the Primeaux reference. Claim 36 depends from independent daim 35 and ultimately

from daim 33 to contain all of the limitations found therdn. By this dependency, it is

submitted that the applicants' invention as set forth in daim 36 is not taught, antidpated,

or rendered obvious by the dted reference for the reasons discussed previously in

conjunction with claim 33.

Claim 42, 44, and 46 also Stand rejected under 35 U.S.C. § 103(a) bdng rendered

obvious by the Primeaux reference. Claim 42, 44, and 46 depend from independent

claim 33 to contain all ofthe limitations found therein. By this dependency, it is

submitted that the appHcants' invention as set forth in claim 42, 44, 46 are not taught,

anticipated, or rendered ob\ious by the cited reference.

Claims 21 and 30-32 currently stand rejected under 35 U.S.C. § 103(a) as being

unpatentable under Primeaux in view of Xiao. The Examiner indicates that the Primeaux

reference teaches the use of aliphatic diamines as chain extenders. The Examiner

indicates that the Xiao reference teaches that tack is a common filler for materials such as

these coatings. Claims 21 and 30 have been amended to more spedfically define the

fillers employed in the present invention. It is respectfiiUy submitted that Primeaux in
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view ofXiao Ms to teach or suggest that the appUcants' invention as set forth in claims

21 and 30 as amended.

Qaims 31 and 32 also stand rejected under 35 U.S.C § 103(a) as being rendered

obvious by Primeaux in view ofXiao. Claims 3 1 and 32 depend from claim 32 and,

ultimately, from claim 25 to contain all ofthe limitations fotmd therein. By this

dependency, it is submitted that the appUcants* invention as set forth in claims 3 1 and 32

is not taught, anticipated, or rendwed obvious by the cited reference for the reasons

discussed previously.

In summary, claims 1, 9, 13, 17, 20, 21, 23, 24, 30, 33, 34, 35, have been

amended by this action. Additionally, discussion and analysis aa to why the applicants'

invention as set forth in claims 1-7, 9-11. and 13-47 have been presented. In view ofthis

amendment and the foregoing discussion, it is respectfolly submitted that the applicants'

invention is in a condition suitable for allowance. A Notice OfAllowance is, therefore,

respectfully requested. In the alternate, it is requested that the amendment be entered for

purposes ofAppeal.

RespectfijUy submitted,

Denise M. Glassmefrd^

Reg. No. 31,831

YOUNG & BASILE, P.C
3O01 West Big Beaver Road

Suite 624

Troy, Michigan 48084-3107

(248) 649-3333

DATED: March 19, 2004
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